
IN THE UNITED STATES PATENT AND TRADEMARK OFHCE 



Applicant: Schofield et al. 

Serial No.: 09/931,643 
Filed: 

For: OPTICAL SWITCH ROUTER 

Art Unit: 

Examiner: 



Commissioner for Patents and Trademarks 
Washington. DC 20231 

Sir 

PETmON UNDER 37 C.F.R. § 1 .146(a) TO PERMlf ENTRY OF DECLARATION WHEN TNVKNmR 

REFUSES TO SIGN OR i^JANNOT BE REACHED 

Please accept this appUcation on behalf of Bruce A. Schofield, Michael Craren and James Luciani. 
Bruce Schofield and Michael Craren have signed the attached oath and declaration. Diligent attempts 
(detailed in the attached attorney affadavit) to obtain Mr. Luciani's signature at his last known address of: 

James V. Luciani 

9 Shady Lane . . . ^ ^ 

Acton MA 01720^ ' ' " ^ ' 

However, these attempts were not met with success. 

In view of the diligent atten^ts to obtain Mr. Luciani*s signature, it is requested that the 
Commissioner allow this application to proceed to review in the absence of Mr. Luciani's signature. The 
appropriate fee under 1.17(h) is enclosed. 

06/03/2002 SRINftSSl 00000002 501340 09931643 
04 FC:122 130.00 CH 

Respectfully Submitted, 



[cGuiimes 



May 16, 2002 By: r/J^yyj ^ 

Lindsay G. McGuiimess 
Reg. No. 38,549 
Attorney for Applicant 
Nortel Networks 
600 Technology Park Drive 
Billerica MA 01821 

Attachment: Affadavit by Attorney for Applicant, Lindsay G. McGuinness 
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AFFADAVTT OF DILIGENCE PURSUANT 37 C F R. ^1.46(a^ 



Stated below are the facts attempting to illustrate diligence on the part of Applicants 
attorney to contact the James Luciani, to obtain his signature on the application documents. 

After receiving the notice of missing parts for this application, on December 20, 2001, 1 
mailed a copy of the application, and the assignment, declaration and power of attorney paperwork to the 
homes of Mr. Craren and Mr. Luciani, and hand- delivered a copy to Mr. Schofield. In January 2002, 1 
received the signed paperwork from Mr. Craren and Mr. Schofield. A copy of that letter is attached hereto 
as exhibit A. 

Mr. Luciani left the employ of Nortel Networks on or about May of 2000. He has been 
an inventor on other Nortel applications, and, I understood fit)m my discussion with other attorneys in the 
department, had historically increasingly expressed his frustration with having to sign and return 
documents to the law department 

In January 2002, having not received the paperwork from Mr. Luciani, I called the 
telephone number associated with his last known address, and left a message asking him to contact me if he 
had any questions regarding the patent documents. I received no reply. On or about March 2002, 1 again 
called Mr. Luciani's home, asking him to call me regarding the execution of documents for the patent 
application. I again received no reply. 

In April 17, 2002, 1 again sent, by certifred mail delivery this time, a copy of the patent 
and the necessary signature documents to Mr. Luciani*s last known address of 9 Shady Lane, Acton, 
Massachusetts, 01720. Mr. Luciani was notified of die certified package on April 19, April 26*'' and May 
4 , but he did not claim the package. A copy of the front of the envelope is attached hereto as exhibit B, 
and copy of the letter of April 1 7* is attached hereto as exhibit C. - - : - : 

Given my understanding of Mr. Luciani*s feelings about Nortel, and his actions in this 
matter, it is my beUef that Mr. Luciani, knowing the certified package was a package from Nortel 
Networks, chose not to retrieve it from the post office. I believe that I have shown diligence, through my 
actions, in attempting to obtain Mr. Luciani*s signature. 

Attached hereto as exhibit d is Mr, Luciani *s employee agreement with Bay Networks, a 
subsidiary of Nortel Networks, and we hereby submit that Nortel Networks is die owner of 100% interest in 
this apphcation. 

Certification under 37 C.F.R. §3.73(b) 

I also certify that I am empowered to act on behalf of the organization. I hereby declare that all 
statements made herein of my own knowledge are tme and that all statements made on information and 
behef are believed to be true; and further, that these statements are made with the knowledge that willful 
false statements and the like so made are punishable by fine or imprisonment, or both, under Section 1001, 
Title 18 of the United States Code, and that such willful false statements may jeopardize the validity of the 
application or any patent issuing thereon. 




May 1 6, 2002 Lindsay G. McGuinness 

Attorney for Applicant 
Nortel Networks 



09/740,052 




BiUerica MA 01821 
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SNTLr^pfBl NETWORKS 



Nortel Networks 
' 600 Technology Park Drive 

Billerica AM 01821 - 5501 
. 978 288 3800 

www.norteTnetworks^oTn ; 

i 

©nice Schofield 
!l5 Farewell Road 

TyDgsboro, MA 01879 

i 

jjamcs V. Luciani 
|9 Shady Lane 
lActon, MA 01720 

jMichael J. Craren 
il07 Jiuiq)erRoad 
jHolliston, MA 01746 , 

bcccniber20,2001 



RE: Patent Application Serial No. 09/931,643 
Fon Optical Switch Router 
Our Reference: I3O71BAUS02U 

Bruce, James and Michael, 

1 
I 

I Enclosed you will find a copy of an Assignment and a Declaration that needs to 

|be signed for the above identified patent application. I would appreciate it if you could 
jsign the documents, and retum to me in the self-addressed, stan^jcd envelope at your 
.earliest convenience. 

Please do not hesitate to contact me if you have any questions or concerns, 
j Thank you for your assistance, and hope you have a great holiday. 



Sincerely, 



Lindsay G. McGuinness 
Corporate Counsel 
Nortel Networks, Inc. 
600 Technology Park Drive 
BUIerica MA 01821 



(978) 288-6304 
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NETWORKS 



Nortel Networks 
600 Technology Park Drive 
Billerica MA 01821 - 5501 
Tel 978 2883800 



www.nortelnetwoTks.coni 



James V. Luciani 
9 Shady Lane 



Acton, MA 01720 
CERTIFIED MAIL 



April 17, 2002 



RE: Patent Application Serial No. 09/931,643 
For: Optical Switch Router 
Our Reference: 13071BAUS02U 



Dear James: 



I Enclosed you will find a second copy of the Assignment and a Declaration that 

needs to be signed for the above identified patent application. 

i 

I I have heard no response from you witti regard to the documentation that was 

sent to you on December 20, 2001, nor have you responded to my phone calls. I am 
unclear as to whether that indicates that you do not wish to sign the documents, and if not, 
what the reason is. Please do not hesitate to contact me at 978-288-6304 if you have an 
issue with signing the documents. 

j I would appreciate it if you could sigii the documents, and return to me in die 

self-addressed, stan^ envelope. Please note that there is NO NOTARIZATION 
requirement for the assignment, merely a witness signature. 

If I do not hear from you by May 15* 2002, 1 will assume, by your lack of 
response, that you do not wish to sign the documents. 

Please do not hesitate to contact me if you have any questions or concerns. 
Thank you for your assistance in this matter. 



Sincerely, 




Lindsay G. McGuinness 
Corporate Counsel 
Nortel Networks, Inc. 
600 Technology Park Drive 
Billerica MA 01821 



(978) 288-6304 
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The ricfjed Compaq or SynOptfa and Welfleel 



EMPLOYEE INVENTION ASSIGNMENT and 
PROPRIETARY INFORMATION AGREEMENT 



L the uzidecsigned^ acKoiowledg^ represott and agre^ in consideratkm of the oonunenoement or oontinaation of 
my employment by Bay NetworicSr Inc. or an afSiate of Bay Networks (collectively "Bay Networks'^ and the 
compensation promised me, that 

1. I understand that my employment by Bay Netwoiis creates a lelalkmsfa^ of a>^^ 

to any infonnatlon of a confidential or secret nature that may be developed by me in my capacity as an 
employee of Bay Networics or may be disclosed to me by Bay Netwoxles that relates to the business of Bay 
Networies or to the bosiness of any parent subsidiary, afffliatpy customer or scqspHer of Bay Networks, or of 
any odterdurd party ^iteentnistedttie^uiie to Bay Netiwies(^^ Stt^ Proprietaiy 

Infranation indades, bat is cot Umited to, tedmical and business infonnatzOT relating to Bay Networks' 
inv ent i o n s or pzodncts, research and development marketing plans^ product j^ans, business sfratepes, 
financial information, forecasts, production, mamifarturing and engineering processes/ perBonnd lists and 
infonnation relating to skiBset and oompensatto, and costomer and prospective aistx>mer lists whether or not 
it is in written or permanent form. SudiFroprietaiylnfcamationdoesxicrtinchzdean^ 
becomes part of the poUic domain not in viedation of aiiy agreemerit with Bay Netwcn^ 

2. At all times, both during the period I am employed by Bay Networks and after temunation of my 
anployment I will keep all Ropiietaiy Information inomfidenoe and trust and I will not use or disdose ariy 
PKpz^taiy Infonnation without the writtsi consent of B^ 

Upon tennination of mjr employment by Bay Networks or upon request by Bay Networksr I w^ promptly. 

deliver to Bay Networks aU documents and materials of ar^ nature pertaining to my work with Bay 

Netwodes^ arul I win hot take with me any doomients or material or copies tt^ 

Infbnnation. I agree to be bound by aU obligations and restrictions imposed by third parties 

regarding inventions made dnrii^ die course of woik under agreements with those third parties or regarding 

the confidential nature of that woric 

3. I will promptly disdose in %mting to Bay Networics all inventions, improvements, original works of 
authorship, fonnulas, processes, computer .programs, databases, technical developments and trade seoets 
ClnvQitions*^, whether or not patentable copyrightable^ or subject to protection as trade secrets, that are made 
or conceived or first reduced to practice or created by me;, either alone or jointly with othecs, during the period 
of my employment l>y Bay Networks^ whether or not in the course of work for Bay Netwozks. 

4. I hereby assign and agree to assign to Bay Networks, my entire tight tide and intere^ 

patents (and all related applications) that are developed by me, alone, or with others using equipment 
supplies, facilities, or trade secrets of Bay Networks; that result from work performed by me for Bay 
Networlcs; or that relate to the business or the actual or antic^ted researdi or development of Bay Networks, 
and agree that all and any scdi Inventions will be the sole arid exdusive property of Bay Networks. Any 
previous woric done by me for Bay Networks relating in any way to the co n ception, design, development or 
support of products for the company is the property of Bay Networks. This agreement to assign shall 
specifically not apply to any invention devdoped by me whicii qualifies under the provision of CaUfomia 
Labor Code Section 2870. 



5. I will assist Bay Networks and its designees, both during and after my employment to obtain, maintain and 
enforce patents, copyrights and other legal profcectiona for Inventions in any and all countries as Bay Networks 
deems appropriate at tfte company's expense. 1 will keep and maintain adequate and current written records 
of all Inventions, which shall be and remain the property of Bay Networks. I hereby waive all daims to moral 
rights in any Inventions. 
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j6. llus agreement does not apply fo the speoficxxi^^ 

give Bay N^woiics sadi fukbei iKm-oonfidential information as may be necessary to assist in the evaluation 
of the extent and significanoe of such inventions. 

7. lagreefhatupontenninatioiicf myempioyxnentaiidfarapai^ 

reason for my employment endii^^ I will not recroit or attempt to muit or ixidnoe or solxdt Bay Netwozics 
employees to teiminate their empioyntent with Bay N^works^ nor will I GoHdt or attempt to divert or take 
away, the business or patronage of any of the csistomexs or aoo oanto» or prospective <_ \&r4 tj mMn or aocotints of 
Bay Networks which were contacted^ B^icifced or served by Bay Networks during the coarse of my 
en^loyment 

& I represent that my perfonnanoe of aH the terms ocf this ^^greement and my duties as an emphyee of Bay 
Networks wiD not breach any invention assignment proprietary informatioa noncompetition, or other 
agreement with any fonner employer or othCT party, I represent that I will not bzis^ wiOi me or use in the 
pet£armanoe of my duties for Bay N^woris any proprietary infionnation or documents or xnatoials of a 
fonner emphiyer, or axty other person or entity that has retained mer that I am now or shaO become aware of 
whidb belongs to any of my fonner employers' or to anyone other than the company and whxdi are not 
g^ieraSy avdlaUe to the public 

9. Darii^ my enqjkiymentl^ Bay Netwiwics!, I wfflnrt 

in any business couq^trve %vith Bay Network^ business as presently conducted or as "*™<^rtfd at any 
foture time d uring my en^^oyment. 

10. I hereby atrihoriae By Networtg, without Kmitation to r»ti^ otfaeiau lodikUng castpmeis of Bay Netwo^ 
other persons or entities that retain me and my future &xtp]oy&s, of the terms of this Agreeaou and my 
respuixsibzHties hereunder. 

IL Unless there is a written employment agreement for a spedfied term in ^ff ^ I understand that my 
en^doymentm^be terminated at any timer wi& or wxttvmtcausfiv by me or Bfi^ Ibis Agreement 

does riot obligate Beqt Netwoiis to eo^^ me for any parti^^ 
tennination of the Employee's employment 

12. I imdetBtand that in the event of a breach of this Agreement by me^ Bay Netwoiks may soS^ ineparable 
harm and shaU be oifided to iz^unctive rdief to en£aroe flus AgieemenL 

13. This Agreanent supersedes all other agreements ndating to the subject matter hcrdn. If a court finds any 
provision of tins Agreement invalid or unenfbroeabtle as applied to any dtcumstanoe^ the other provisiarB of 
this Agreement win remain in full fooe and effect llns Agreement fihaU he effective as of the fust day I am 
affiliated or was emptoyed by Bay Networks, namely 3/^^ . 1 9 %f . 

EMPLOYEE _ BAYNEXWORKaiNC 

By:^ 




[Name: "3"yV/n£^ V- Lc/cxA /^^ PrinledName:. 

Titie: 

EMPLOYEE'S PRIOR INVENHONS (if any) 



This is a tnie and complete list. Initial: Date: 

Enqjloyinent Invention Assignment and Proprietaiy Information Agreement Psge 2 of 2 1 11594 



